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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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8) D Claim(s) are subject to restriction and/or election requirement. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement thereof, 
may obtain a patent thereof, subject to the conditions and requirements of this title. 

The USPTO "Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility " (Official Gazette notice of 22 November 2005), Annex 
IV reads as follows: 

Claims that recite nothing but the physical characteristics of a form of energy, such as a frequency, 
voltage, or the strength of a magnetic field, define energy or magnetism, per se, and as such are 
nonstatutory natural phenomena. O'Reilly, 56 U.S. (15 How.) at 1 12-14. Moreover, it does not appear 
that a claim reciting a signal encoded with functional descriptive material falls within any of the 
categories of patentable subject matter set forth in Sec. 101 . 

... a signal does not fall within'one of the four statutory classes of Sec. 101 

... signal claims are ineligible for patent protection because they do not fall within any of the four 
statutory classes of Sec. 101. 

Claims 1 - 4 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter as follows. 

Claims 1 - 4 define "recording medium" with descriptive material. While 
"functional descriptive material" may be claimed as a statutory product (i.e., a 
"manufacture") while embodied on a tangible computer readable medium, recording 
medium embodying that same functional descriptive material is neither a process nor a 
product (i.e., a tangible "thing") and therefore does not fall within one of the four 
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statutory class of §101 . Rather, "medium" is a form of energy, in the absence of any 
physical structure or tangible material. Examiner recommends changing "An information 
recording medium recording highlight information .... " to "A computer readable 
information recording medium recording highlight information 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Maruyama et al (JP, 1 1-21 5471, A ) in view of Nagasawa et al (JP,08-191423,A) 

Regarding claim 1, Maruyama et al discloses an information recording medium 
(para 0001) recording a video manager (para 0077)and a plurality of video title sets 
(para 0080), wherein each of the video title sets describes video title set information 
(para 0182) the video title set information describes a video title set information 
management table (para 0183) the video title set information management table 
describes an attribute of a sub-picture stream about a video title set menu (para 0234, 
sub-video) and the attribute of the sub-picture stream describes a flag (para 01 15) 
indicating a method for storing pixel data (para 0078) 
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However Maruyama et al does not disclose a flag indicating a run length 
compression/non-compression of the pixel data. 

On the other hand Nagasawa et al teaches a flag indicating a run length 
compression/non-compression of the pixel data (para 0061) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate a flag indicating a run length compression/non-compression of 
the pixel data as taught by Nagasawa et al in the system of Maruyama et al in order to 
raise the capacity utilization of the medium. 

4. Claims 2 - 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Maruyama et al (JP, 11-21 5471, A ) in view of Nagasawa et al (JP.08-191423.A) and 
further in view of Kikuchi et al (JP, 10-098721 ,A) 

Regarding claim 2, Maruyama et al discloses an information recording medium, 
wherein the flag (para 0115) indicating the method for storing pixel data indicates one 
of a storage method (para 0078) 

However Maruyama et al and Nagasawa et al do not disclose an interlace 
display and a non-interlace display. 

On the other hand Kikuchi et al teaches an interlace display and a non-interlace 
display (para 0179) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate an interlace display and a non-interlace display as taught by 
Kikuchi et al in the system of Maruyama et al and Nagasawa et al in order to improve 
the encoding and decoding of the system for image formation. 
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Regarding claim 3, Maruyama et al discloses an information recording medium 
recording a video object set (para 0077) comprising a plurality of video objects, (para 
0082) each of the video objects comprising a plurality of cells, each of the cells (para 
0183) comprising a plurality of video object units (para 0183) including a video pack 
(para 0148) and a sub-picture pack (para 0234 sub-video) and the sub-picture category 
describes a flag (para 0115) indicating a method for storing pixel data (para 0078) 

However Maruyama et al does not disclose a flag indicating a run length 
compression/non-compression of the pixel data. 

On the other hand Nagasawa et al teaches a flag indicating a run length 
compression/non-compression of the pixel data (para 0061) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate a flag indicating a run length compression/non-compression of 
the pixel data as taught by Nagasawa et al in the system of Maruyama et al in order to 
raise the capacity utilization of the medium. 

The combination of Maruyama et al and Nagasawa et al does not disclose 
wherein a sub-picture unit formed of a plurality of sub-picture data included in the sub- 
picture pack comprises a sub-picture unit header pixel data and a display control 
sequence table; the sub-picture unit header describes a sub-picture category 

On the other hand Kikuchi et al teaches wherein a sub-picture unit formed of a 
plurality of sub-picture data included in the sub-picture pack (para 0069, subimage 
packets) comprises a sub-picture unit header (para 0069), pixel data (para 0069) and a 
display control sequence table (para 0072) the sub-picture unit header describes a 
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sub-picture category (para 0069) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate wherein a sub-picture unit formed of a plurality of sub-picture 
data included in the sub-picture pack comprises a sub-picture unit header, pixel data, 
and a display control sequence table; the sub-picture unit header describes a sub- 
picture category as taught by Kikuchi et al in the combined system of Maruyama et al 
and Nagasawa et al in order to improve the encoding and decoding of the system for 
image formation. 

Regarding claim 5, Maruyama et al discloses an information playback apparatus 
(para 0001) used for an information recording medium recording a video manager and 
a plurality of video title sets, wherein each of the video title sets describes video title set 
information; the video title set information describes a video title set information 
management table; the video title set information management table describes an 
attribute of a sub-picture stream about a video title set menu; and the attribute of the 
sub-picture stream describes a flag indicating a method for storing pixel data and a flag 
indicating a run length compression of the pixel data (see claim 1 above) 

the information playback apparatus comprising: means for reading the flag (para 
01 15) indicating the method for storing pixel data (para 0078) and the flag indicating 
the run length compression/non-compression from the information recording medium; 
(para 0078) means for discriminating whether or not the pixel data is in a high definition 
scheme (para 0007) or in a standard definition scheme based on the flags read by the 
reading means (para 01 1 5) and means for making a decoder (para 0226) required for 
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playback standby (para 0434) according to a data scheme discriminated by the 
discriminating means (para 0007) 

However Maruyama et al does not disclose a flag indicating a run length 
compression/non-compression of the pixel data. 

On the other hand Nagasawa et al teaches a flag indicating a run length 
compression/non-compression of the pixel data (para 0061) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate a flag indicating a run length compression/non-compression of 
the pixel data as taught by Nagasawa et al in the system of Maruyama et al in order to 
raise the capacity utilization of the medium. 

Claims 4, 6, 8 10 and 12 are rejected based on claim 2 above. 

Claims 7 and 11 are rejected based on claims 3 and 5 above. 

Claim 9 is rejected based on claims 1 and 5 above. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure 

Hasebe et al (US 6483875) discloses a picture signal processing apparatus. 

Isozaki et al (US 6470142) discloses a data recording and reproducing apparatus 
and method and synchronization detecting apparatus and method. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Syed Y. Hasan whose telephone number is 571-270- 
1082. The examiner can normally be reached on 9/8/5. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thai Tran can be reached on 571-272-7382. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

S.Y.H. 
11/09/2007 




